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REMARKS 

In the Office Action, the Examiner rejected pending claims 1-50. Applicants 
respectfully request reconsideration and allowance of all pending claims based on the 
following remarks. 

Claim Rejections under 35 U.S.C. § 103(a) 

The Examiner rejected claims 1-50 under 35 U.S.C. § 103(a) as being 
unpatentable over Erwin et al. (U.S. Patent No. 6,249,770 Bl) (hereinafter Erwin). 
Applicants respectfully traverse this rejection. 

The burden of establishing a prima facie case of obviousness falls on the 
Examiner. Ex parte Wolters and Kuypers, 214 U.S.P.Q. 735 (PTO Bd. App. 1979). 
Obviousness cannot be established by combining the teachings of the prior art to produce 
the claimed invention absent some teaching or suggestion supporting the modification. 
See ACS Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1572, 1577, 221 
U.S.P.Q. 929, 933 (Fed. Cir. 1984). The mere fact that a references can be modified does 
not render the resultant modification obvious unless the prior art also suggests the 
desirability of the modification. In re Mills, 916 F.2d 680, 16 U.S.P.Q.2d. 1430 (Fed. 
Cir. 1990). Accordingly, to establish a prima facie case, the Examiner must not only 
show that the modified reference includes all of the claimed elements, but also a 
convincing line of reason as to why one of ordinary skill in the art would have found the 
claimed invention to have been obvious in light of the teachings of the reference. See Ex 
parte Clapp, 227 U.S.P.Q. 972 (B.P.A.I. 1985). The Examiner must provide objective 
evidence , rather than subjective belief and unknown authority, of the requisite motivation 
or suggestion to modify the cited reference. In re Lee, 61 U.S.P.Q. 2d. 1430 (Fed. Cir. 
2002). 
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Moreover, a statement that the proposed modification would have been "' well 
within the ordinary skill of the art' " based on individual knowledge of the claimed 
elements cannot be relied upon to establish a prima facie case of obviousness without 
some objective reason to modify the teachings of the reference. See Ex parte Levengood, 
28 U.S.P.Q.2d 1300 (Bd. Pat. App. & Inter. 1993); In re Kotzab, 217 F.3d 1365, 1371, 55 
U.S.P.Q.2d. 1313, 1318 (Fed. Cir. 2000); Al-Site Corp. v. VSI Int'l Inc., 174 F.3d 1308, 
50 U.S. P. Q. 2d. 1161 (Fed. Cir. 1999). Furthermore, when a prior art reference requires a 
selected modification to render obvious a subsequent invention, there must be some 
reason for the modification other than the hindsight gained from the invention itself, i.e., 
something in the prior art as a whole must suggest the desirability, and thus the 
obviousness, of making the modification. See Uniroyal Inc. v. Rudkin-Wiley Corp., 837 
F.2d 1044, 5 U.S.P.Q.2d 1434 (Fed. Cir. 1988). 

Applicants stress that the Examiner has failed to support the foregoing rejection. 
The present application is directed to financial analyses of a transaction for medical 
resources within a medical facility. In sharp contrast, the Erwin reference fails to even 
mention a medical facility, much less the analysis of a specific transaction or modality. 
The techniques disclosed in Erwin are not suitable for analyzing financial data associated 
with medical institutions, or for evaluating investment transactions in medical resources. 
Medical institutions have specific financial data (e.g., variable and fixed costs, revenues, 
deductions, etc.), which are significantly different from financial data associated with 
other fields and industries. Further, Erwin produces "financial spreads and forecasts" for 
a company or entity based on "historic accounting data," with no analyses of specific 
investment options. See e.g., column 1, lines 12-15, 25-30; column 3, lines 30-34; and 
column 5, lines 39-44. In Erwin, investments are merely tabulated as assets or liabilities, 
or simply as "financial investments that are not related to company operations." Further, 
Erwin describes the investments as "changes in the balances as voluntary investment 
decisions," with no analysis of making such decisions. Column 6, lines 49-64. In other 
words, investments are not evaluated, but instead treated as conclusive inputs 
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independent of the Erwin system. See id. Column 6, lines 49-64. In sum, Erwin never 
addresses financial analysis of a specific transaction or change, much less of a transaction 
or change of a medical resource or modality, as presently claimed. Moreover, as 
discussed below, Applicants emphasize that the Examiner has not provided objective 
evidence for the proposed modification of the Erwin reference to include a medical 
facility, or for the unsupported assertions of "well-known" teachings in the art. 
Accordingly, for at least these reasons, Applicants strongly assert that the Examiner's 
rejection of the claims 1-50 cannot stand. 

Features of Independent Claim 1 Omitted from Erwin 

Claim 1 recites, inter alia, "providing an electronic form having fields for entering 
financial data of the medical facility associated with at least one of a plurality of 
modalities, the financial data comprising projected changes in at least a portion of the 
financial data over a future analysis period . . . [and] generating a pro forma financial 
report for the future analysis period tailored to the financial data." In sharp contrast, the 
Erwin reference fails to even mention or suggest a medical facility, much less the analysis 
of input data (including changes) associated with a modality. Instead, Erwin is directed to 
the overall evaluation of a company or entity, not to a particular facility or modality, and 
clearly not to analysis of changes related to a modality. See column 3, lines 30-34; 
column 5, lines 39-44; column 6, lines 49-64 (explaining that investments are 
independently input to the Erwin system with no mention of analysis by the Erwin system 
of investment options). Accordingly, the cited reference is missing at least two features. 

Features of Independent Claim 19 Omitted from Erwin 

Claim 19 recites, inter alia, an interface "configured to exchange client data with 
the financial analysis system, the client data comprising financial data relating to the 
medical facility, and wherein the financial analysis system is configured to evaluate the 
client data and to generate a projected financial report for the medical facility tailored to the 
client data." Again, Erwin does not disclose a "medical facility." Indeed, the Examiner 
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admits this deficiency of Erwin. Paper 3, page 2. Accordingly, the cited reference is 
missing at least this feature. 

Features of Independent Claim 34 Omitted from Erwin 

Claim 34 recites, inter alia, "providing an interface having a form for entering 
client data relating to the healthcare facility, wherein the client data comprises a 
healthcare category and financial data including projected changes in at least a portion of 
the financial data; financially analyzing and projecting at least a portion of the financial 
data over a future outlook period . . . and returning a pro forma financial report to a 
client." Conversely, the Erwin reference does not teach, suggest, or disclose the entering 
of client data related to a healthcare facility and healthcare category, nor the financial 
analysis of projected changes in such data. Instead, as discussed, Erwin provides for 
"financial spreading and forecasting which highlights the operating profitability and cash- 
flow generating ability of a company's operations." Column 1, lines 33-37. The Erwin 
system automatically displays the financial forecast for the user, and the user assesses the 
operating profitability and cash flow-generating capability of the entity or company based 
on the financial forecast. Column 3, lines 30-34; column 5, lines 39-44. A further 
emphasis in Erwin is global forecasting assumptions. Column 11, line 12 - column 12, 
line 60. Erwin simply does not disclose a technique for financially analyzing projected 
changes of a specific facility or category, much less of a healthcare facility or healthcare 
category. Accordingly, the cited reference is missing at least two features. 

Features of Independent Claim 43 Omitted from Erwin 

Claim 43 recites, inter alia, "an Internet query form having a plurality of data entry 
fields configured for accepting financial data of the healthcare facility . . . and having a 
healthcare procedure field for entering a revenue statistic of a healthcare procedure; and 
an Internet results page for displaying a projected financial statistic from the financial 
analysis system'' In contrast, Erwin does not teach, suggest, or disclose a system for 
financially analyzing a healthcare facility or healthcare procedure. Again, Erwin is 
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instead directed to "manipulating historic accounting data and producing financial 
spreads and forecasts" for a generic company or entity with no mention of a healthcare 
facility or specific healthcare procedure. See, e.g., column 1, lines 12-15. Accordingly, 
the cited reference is missing at least two features. 

No Reason to Modify Erwin - Lack of Objective Evidence 

The Examiner has not shown the requisite motivation or suggestion to modify the 
Erwin reference to reach the presently claimed technique. The Examiner must provide 
objective evidence , rather than subjective belief and unknown authority, of the requisite 
motivation or suggestion to combine or modify the cited references. In re Lee, 61 
U.S.P.Q.2d. 1430 (Fed. Cir. 2002). In the present rejection, the Examiner acknowledges 
that Erwin does not teach a medical facility, as presently claimed. Paper 3, page 2. 
However, the Examiner is apparently modifying Erwin to include a medical facility by 
characterizing the present application with the following conclusive and subjective 
statements: 

[A] medical facility is simply an intended subject use of this invention, 
and the function described in claims 1-50 can be applied to any facility or 
business operation, services or products. Furthermore, the features, steps, 
methods, and means described in claims 1-50 can be found in or 
associated with any major commercial computer spreadsheet available 
within the past decade, such as: Excel, Lotus 123, etc., which during that 
time have been used by thousands of financial analysts to conduct the 
types of standard and common financial analyses described as this 
invention, and for the past 10 years using the internet as a network. In 
addition the steps and methods described in claims 1-50 have been 
manually used for the past several decades with the use of calculators, so 
that this invention is merely the automation of an old and well known 
manual process. It would have been obvious to one skilled in the art at the 
time of the invention to be well aware of these facts and to have used their 
old and well known features in duplicating this invention. 

Paper 3, pages 2-3. 
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Applicants respectfully, but emphatically, assert that the Examiner has not met the 
evidentiary requirements, i.e., objective evidence, for the requisite motivation or 
suggestion to modify the cited reference to include a medical facility or healthcare 
facility, or to include a financial analysis associated with a medical resource or modality, 
as claimed. The Examiner simply has not explained, much less provided objective 
evidence, as to how to modify Erwin to accommodate the unique requirements associated 
with the medical field. Further, the Examiner has not even addressed as how to modify 
Erwin to accommodate the financial analysis of a transaction or change associated with a 
medical resource or modality, as claimed. Accordingly, Applicants challenge the 
Examiner to produce objective evidence of the requisite motivation or suggestion to 
modify the Erwin reference. In the alternative, Applicants respectfully request 
withdrawal of the rejection under 35 U.S.C. § 103. 

Applicants Seasonably Traverse the Examiner's Apparent Use of Official Notice 

Moreover, in light of the Examiner's remarks reproduced above, the Examiner has 
apparently taken Official Notice of facts outside of the record that the Examiner 
apparently believes are capable of demonstration as being "well-known" in the art. 
Therefore, in accordance with M.P.E.P. § 2144.03, Applicants hereby seasonably traverse 
and challenge the Examiner's use of Official Notice. Specifically, the Applicants 
respectfully request that the Examiner produce evidence in support of the Examiner's 
position as soon as practicable during prosecution and that the Examiner add a reference 
to the rejection in the next Official Action. If the Examiner finds such a reference and 
applies it in combination with the Erwin reference, the Applicants further request that the 
Examiner specifically identify the portion of the newly cited reference that discloses the 
allegedly "well known" elements of the recited claims, as discussed above, or withdraw 
the rejection. 
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Applicants Request Withdrawal of the Rejection Under 35 U.S.C. § 103 

The Examiner has failed to support the foregoing rejection. For example, as 
discussed above, the Erwin reference fails to teach, suggest, or disclose the recited 
features of the independent claims 1,19, 34, and 43. Further, the Examiner has not 
provided objective evidence for the proposed modification of the Erwin reference to 
include a medical facility, or for the unsupported assertions of "well-known" teachings in 
the art. Accordingly, for at least these reason, claims 1,19, 34, and 43, and the claims 
that depend thereon are believed allowable over the Erwin reference. Therefore, 
Applicants respectfully request withdrawal of the Examiner's rejection of claims 1-50. 

Dependent Claims 

In the rejection, the Examiner stated that "[cjlaims 2-18, 20-33, 35-42, and 44-50 
are rejected as being dependent upon independent claims 1, 19, 34, and 43 which have 
been rejected." However, the Examiner's reasoning is incorrect. To establish prima facie 
obviousness of a claimed invention, all the claim limitations must be taught or suggested 
by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (CCPA 1974); M.P.E.P. § 
2144.03. Applicants emphasize that the dependent claims are also patentable over the 
Erwin reference by virtue of the subject matter they separately recite. For example, claim 
14 recites, inter alia, "data entry of a medical procedure volume per time period," and 
claim 16 recites, inter alia, "data entry of a financing amount, interest rate and financing 
period for a financed medical resource for the medical facility." The claims depending 
from independent claims 19, 34, and 43 also recite similar features, which are absolutely 
missing from the Erwin reference. As discussed above with respect to the independent 
claims, the Erwin reference does not teach, suggest, or disclose data entry associated with 
a medical facility, medical procedure, or medical resource, much less data entry of a 
medical procedure volume per time or of a financing amount, interest rate and financing 
period for a financed medical resource. Accordingly, for these additional reasons, 
Applicants respect withdrawal of the Examiner's rejection of the dependent claims. 
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Conclusion 

The Applicants respectfully submit that all pending claims should be in condition 
for allowance. However, if the Examiner believes certain amendments are necessary to 
clarify the present claims or if the Examiner wishes to resolve any other issues by way of 
a telephone conference, the Examiner is kindly invited to contact the undersigned 
attorney at the telephone number indicated below. 



Respectfully submitted 



Date: May 24. 2004 





R. Swafison 
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